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DETAILED ACTION 

Claim Objections 

1 . Claim 1 1 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

Claim 1 1 improperly depends from a cancelled Claim 3. For examination, 
Examiner will consider Applicant intended Claim 11 to depend from Claim 10. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 10 and 1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claims 10 and 1 1 are rejected as vague or indefinite because neither the claims 
nor the specification clearly define the limitations "A 1 to A 4 comprise an alkylene group, 
a carboimido group, and an ester group as formed from A 1 and A 2 , A 1 and A 3 , or A 2 and 
A 4 " or "B 1 to B 4 comprise an alkylene group formed from B 1 and B 3 , or B 2 and B 4 ," and a 
person of ordinary skill in the art would not understand what the applicant is claiming. 
Because the specific examples of Applicant's definitions do not demonstrate what these 
recitations mean, Examiner has construed the Claims as follows: 

The specification discloses that the structural unit (a) is represented by formula 
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(1-1), which is further defined in paragraph 13 - language identical to that of Claim 10. 
Furthermore, A 1 to A 4 in formula (3) are the same as in the definitions of formula (1-1) 
(par. 0015). Specific examples of (1 ), represented by the formula (3), include 
bicyclo[2.2.1]hept-2-ene (par. 0017); therefore, Examiner construes Claim 10 to include 
a cyclic olefin with groups A 1 to A 4 which are all hydrogen atoms (or all halogen atoms, 
alkyl groups, etc.), and which does not have an alkylene group, carboimido group, or 
ester group. Analogously, examiner construes Claim 11 to include a cyclic olefin in 
which 3 of the 4 groups B 1 to B 4 are hydrogen atoms (or halogen atoms, alkyl groups, 
etc.) and the remaining group must be a hydrolyzable silane without an alkylene group 
(pars. 0080-0084). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 9-1 3 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Oshima 
etal. (US 6,639,021 B2). 

Regarding Claim 9, Oshima et al. ('021 ) teach a method for treatment of a film by 
bringing a film containing a cyclic olefin-based polymer having a sulfonic group into 
contact with superheated steam (col. 19, lines 33-35 and 46-49; col. 12, lines 7-12 and 
20-22; col. 23, lines 37-39). 



Application/Control Number: 10/549,278 Page 4 

Art Unit: 1792 

Regarding Claim 10, Oshima et al. teach that the cyclic olefin-based polymer, 
which the film contains, comprises a recurring unit represented by formula (2), wherein 
B 1 to B 4 - which correspond to A 1 to A 4 in the Application — independently, or 
individually, represent a hydrogen atom, a halogen atom, an alkyl group, aryl group, etc. 
and n (Application's "p") is an integer from 0-2 (col. 3, lines 31-58). 

Regarding Claim 1 1 (see Claim Objections, above), Oshima et al. teach that the 
cyclic olefin-based polymer, which the film contains, comprises a recurring unit 
represented by formula (1 ), wherein A 1 to A 4 - which correspond to B 1 to B 4 in the 
Application — independently, or individually, represent a hydrogen atom, a hydrocarbon 
group (e.g., an alkyl group), having 1 to 20 carbons, or a hydrolyzable silyl group (e.g., 
alkoxysilyl), etc.; at least one of A 1 to A 4 represents a hydrolyzable silyl group; and m 
(Applicant's "q") is 0 or 1 (col. 3, lines 4-31). 

Regarding Claim 12, Oshima et al. teach a method for treatment of a film or 
sheet using the cyclic olefin based polymer of Claim 1 1 where a compound capable of 
generating an acid at the treatment temperature is used simultaneously (col. 3, lines 5- 
32 and lines 59-60; col. 4, lines 13-14; col. 12, lines 7-10 and lines 25-30 ). 

Regarding Claim 13, Oshima et al. teach treating the film or sheet according to 
Claim 9 with superheated water vapor (i.e. superheated steam), for example steam at 
150 °C and 1 atm (col. 23, lines 37-39) or steam up to 300 °C (col. 12, lines 25-30). 

Thus all limitations of Claims 9-13 are taught ; therefore Claims 9-13 are 
anticipated. 
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Conclusion 

7. No Claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER WEDDLE whose telephone number is 
(571) 270-5346. The examiner can normally be reached on Monday-Thursday, 7:30 
AM - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Kornakov can be reached on (571)272-1303. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. W./ 

Examiner, Art Unit 1792 
/Michael Kornakov/ 
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Supervisory Patent Examiner, Art Unit 1792 



